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STATEMENT OF RELATED CASES
This case has never been previously appeded in ajudicia court and the
Appellant does nat know of any other apped pendingin thisor any other court that

will direaly affed or be diredly affeded by this Court’s deasionin the pending

apped.

JURISDICTIONAL STATEMENT
The Court has jurisdiction pusuant to 28U.S.C. 81295a)(4)(A) as being an
apped under 35U.S.C. 8141from the Final Order issued by the Board of Patent
Appeds and Interferences mail ed 824/2006 The Appellant, Margadlin, filed a
Notice of Apped with the Patent and Trademark Officewithin 60 days from the
date of the Final Order issued by the Board of Patent Appeds and Interferences

and the Appellant also paid the required feein atimely fashion.

STATEMENT OF THE ISSUES
Theissuein the caeiswhether clams 1-5 are anticipated by U.S. Patent
6,167,428isued December 26, 2000 to Ellis. Central to thisisueis whether the
Examiner’s broad interpretation d the terms was reasonable and whether Margalin

has the right to be his own lexicographer and, when he dhocses nat to be hisown



lexicographer, whether he has the right to have the cmmmon meaning d words

used in interpreting his claims.

STATEMENT OF THE CASE
ThisApped isinresporseto “Dedsion onApped”, Apped No. 20062005
(Applicaion 09947,801) mailed by the United States Patent and Trademark Office
Board of Patent Appeds and Interferences (“BPAI”) on 824/2006 The Appell ant,
Jed Margalin, (“Margadin”) timely noticed this Apped, which was docketed on
November 17, 2006 The BPAI opinion, as authored by Administrative Judge
Blankenship, ruled, “Theregjedion d clams 1-5 under 35U.S.C. 8102is

affirmed.”

STATEMENT OF THE FACTS

The patent applicaion at issue was fil ed September 6, 2001 claiming
domestic priority of U.S. provisional application No. 60/249,830fil ed November
17, 2000 After proseaution before the U.S. Patent and Trademark Office dl claims
werefinaly rgeded. All clams (namely claims 1-5) were gpeded to the Board
of Patent Appeds and Interferences (BPAI). BPAI affirmed the rgedion of all
claimsunder 35U.S.C. 8§102as being anticipated by U.S. Patent 6,167,428iss1ed
Deceanber 26, 200Q to Elli s. Appellant now appeds BPAI’s affirmation d the

rgedion d al clams.



SUMMARY OF THE ARGUMENT
BPAI erred in finding the Examiner’s broad interpretation o the terms used
in claim 1 reasonable despite substantial evidenceto the wntrary.
Margoalin’sinventionisfor adistributed computing system using the
computing resources of Home Network Servers conneded throughthe Internet,
where the owners of the Home Network Servers recave something d valuein
return for accessto their Home Network Servers otherwise unused computing

resources. (Abstrad.) The big questions are:

What is a Home Network Server?
What is a Subscriber?

Does Elli s anticipate Margolin?

BPAI erred by:
Refusing to allow Margoalin to be his own lexicographer in defining the term
“Home Network Server”.
Refusing to allow Margadlin to use the ammmon meaning o the word
“home”.
Allowing, by default, the Examiner’ s bizarre definition o “subscriber” to

stand.



It was only by these adions that BPAI was able to find the Examiner’s broad
Interpretation d these terms “reasonable” and Margadlin’sinventionto be

anticipated by prior art.

Asaresult, BPAI erred in its gatement that “Appell ant could have anended the
claim consistent with hawv appell ant wants the daim to be interpreted.” Because of
the Examiner's definiti ons of subscriber, home, and home network server,
amending the daim would have been futile and produced only more regjedions for
Margoalin and more unmerited courts for the Examiner. AlthoughBPAI’ s comment
speaks to the proseaution history of the cae they were ather unfamili ar with it or

chosetoignaeit.

Does Elli s anticipate Margolin?

No. Ellis' distributed computing takes placein his PCs. He does not use ahome
network server. The network servers he teates are part of the ISP s equipment,
nat the subscriber’s. Margalin’s distributed computing takes placein the

subscriber’ s home network server.



ARGUMENT

BPAI erred in finding the Examiner’s broad interpretation o the terms used
in claim 1 reasonable despite substantial evidenceto the wntrary, resultingin a 35
U.S.C. 8102rgedion d all of Margdin’sclaims. Since daim constructionisa
question d law the standard of review is de novo. [Cybor Corp. v. FAS
Tedhndogies, Inc., 138F.3d 1448 1456 46 USRQ2d 1169 1174(Fed. Cir. 1998
(en banc)]

Margadin'sinventionisfor adistributed computing system using the
computing resources of Home Network Servers conneded throughthe Internet,
where the owners of the Home Network Servers recave something d valuein
return for accessto their Home Network Servers' otherwise unused computing
resources, (Abstrad ') Claim 1 isreproduced below. 2

1. A distributed computing system comprising:

(@ ahome network server in a subscriber’s home;

(b) oneor more home network client devices;

(c) anInternet conredion;

whereby the subscriber recaves smething d valuein return for

accessto the resources of sad hame network server that would atherwise
be unused.

! Appendix page A18
> Appendix page A16



The big questions are:

What is a Home Network Server?
What is a Subscriber?

Does Elli s anticipate Margolin?

BPAI erred by:
Refusing to allow Margolin to be his own lexicographer in defining the term
“Home Network Server”.
Refusing to allow Margadlin to use the mmmon meaning d the word “home”.
Allowing, by default, the Examiner’ s bizarre definition o “subscriber” to

stand.

What isa Home Network Server?

BPAI looked at the term “Home Network Server” in the daims and dedded they
didn't know what it meant. Then they proclaimed that:

Uponreview of the entire disclosure, we mnclude that the “Home Network
Server” described embodment does not convey alimiting cefinition for the
term “server,” nor that the inventionisto be limited to the disclosed
embodment. *

* Appendix page A4 second mragraph



Thelir next observation, “Moreover, the speaficaion teadies (1 22) that the
invention may be pradiced without the spedfic detail s that are disclosed,” * is
gratuitous. Margalin’s Paragraph 22states:

In the foll owing description, numerous Pedfic detall s are set forth to
provide athorough unérstanding d theinvention. However, it is
understoodthat the invention may be pradiced withou these speafic
details. In ather instances, well-known circuits, structures and techniques
have not been shown in detail in order not to obscure the invention. °

BPAI used this © they didn’'t have to adually read the disclosure. If every patent
appli cation containing this traditional and revered bdl erplate was treded the same
way as Margadin’s, there would be markedly fewer patents all owed and more work
for this Court. Besides, divorcing the daims from the speaficaion ended for the
Patent Officewith In Re Morris[127F.3d 1048 105455, 44 USRQ2d 10231027
28 (Fed. Cir. 1997)]. Thiswill berevisited shortly.

Margadlin's edficaion describes what a Home Network Server is.

[0014 A Home Network Server isused in ahometo network various
clients such as PCs, sensors, aduators, and aher devices. It also provides the
Internet connedionto the various client devices in the Home Network. The
Home Network Server also provides afirewall to prevent unauthorized access
to the Home Network from the Internet. The use of a Home Network Server,
as oppased to the use of peea-to-pea networking, alows arobust operating
system to be used. It also all ows the users on the Home Network to add
additional applicaionsto their PCs withou fea of jeopardizing the proper
functioning of their Internet seaurity program (firewall) or the distributed

* Appendix page A4 seand mragraph
> Appendix battom of page A13to top o page Al4
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computing software. (Althoughafirewall i s nat strictly necessary, prudence
dictatesitsuse.) ®

From Paragraph 23

The general form of the Home Network System is snown in Figure 1. Home
Network Server 101is of conventional design and includes a CPU, memory,
mass s$orage (typicdly ahard dsk drive for operations and a CD-ROM or
DVD-ROM Drive for software install ation), video display cgpabiliti es, and a
keyboard.

In addition, Home Network Server 101 may provide soundcapabiliti es for the
purpase of providing audible warnings and aarms. ’

From Paragraph 24

Home Network Server 101 wses Modem 103to conred to the
Internet. ...

From Paragraph 25

Home Network Server 101 conreds to Router, Switch, or Hub 102 ° ...

Paragraph 26

Router, Switch, or Hub 102connedsto ore or more dients suichasPC_1 104
or Sensor/Actuator 1 106 More than ore dient PC may be used, such as
PC_n 105 and more than ore Sensor/Actuator may be used, such as
Sensor/Actuator_n 107 Sensor/Actuators are used to control and/or monitor
the home's g/stems auch as HVA C and Seaurity and appliances sich as
refrigerators, washers, and dyers. *°

»

Appendix pageAl2
Appendix pageAl4d
Appendix pageAl4d
Appendix pageAl4d
19 Appendix page Al4
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From Paragraph 28

For reliability, Home Network Server 101 may use arobust operating system
that can runfor long periods of time withou crashing. ™ ....

Margolin’s Home Network Server is also shown as an element in hisFigure 1,

reproduced below. *

,3104
Home BC_1
Network
Server
105
PC_n |-
103~~~ Router,
Switch,
106
Modem or Hub Senscor/Actuator_1 -
107
Sensor/Actuator_n |7
Internet

Home Network Syvstem

Fig. 1

1 Appendix page A15
12 Appendix page A19



To bdl it down, aHome Network Server is used in ahome to network various
clients such as PCs, sensors, aduators, and aher devices which are used to control
and/or monitor the home's g/stems such as HVA C and seaurity aswell as
appliances such asrefrigerators, washers, and dyers. The Home Network Server
also provides the Internet connedion to the various client devices in the Home
Network. The use of aHome Network Server, as oppased to the use of pee-to-

pea networking, all ows arobust operating system to be used.

Therefore, BPAI erred by ignaring MPEP Sedion 217305(a)(11) **which allows

the Applicant to be his own lexicographer.

Indeed, not only does BPAI’ s ruling that they could find nolimiting definition for
the term “server” defy reasonit also defiesthis Court’sdedsionin In Re Morris
[127F.3d 1048 105455, 44 USRQ2d 1023102728 (Fed. Cir. 1997)] which

ruled:

The Solicitor is corred, and we rejed appell ants' invitation to construe ather
of the cases cited by appellants 0 asto owverrule, sub silentio, decades old
case law. Some caes gate the standard as “the broadest reasonable
Interpretation,” see e.d., InreVan Geuns, 988F.2d 11811184 26 USRQ2d
1057, 1059(Fed. Cir. 1993, othersinclude the qualifier “consistent with the
spedficaion’ or similar language, see e.q., InreBond 910F.2d 831 833 15
USRQ2d 1566 1567 (Fed. Cir. 1990. Sinceit would be unreasonable for the
PTOto ignae avy interpretive guidance df orded by the gplicant’s written

13 Appendix page A178
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description, either phrasing conndes the same nation: as an initial matter, the
PTO appliesto the verbiage of the proposed claims the broadest ressonable
meaning d the wordsin their ordinary usage a they would be understood Ly
one of ordinary skill i nthe at, taking into accournt whatever enlightenment by
way of definitions or otherwise that may be &f orded by the written
description contained in the gplicant’s geaficaion.

Since BPAI was unable to dscern the plain meaning d “home network server” in

the daims they were suppacsed to look at the speaficaionfor enlightenment. They

erred by refusingto doso. (Failure to make agoodfaith effort to lookis the same

asnot looking.)

Home, Swed Home.

The definition o “home” was hatly contested during the proseaution d the cae
including Margolin’s resporse to the Examiner’s answer to Margolin’s BPAI
Apped Brief (Appellant’s Resporse to Examiner’s Answer filed 1/24/2006to
Appellant’s Apped Brief). ** AlthoughBPAI fail ed to addressthisisaue, by the
ad of stating that “Appellant could have anended the daim consistent with howv
appellant wants the daim to be interpreted” a discusson d the proseaution history

isonly fair.

14 Appendix page A175
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The Examiner (and h's Supervisor) took the position that sincethe term “home”
has 5 many common meanings (which they fail to list or even cite their reference)
and Margalin fail ed to explicitly define the term, the word “home” has no meaning
at al. From Examiner’s Answer, Page 11 seoond paragraph ™
Responseto C) The examiner and the supervisor has read and interpreted
“home” in light of the speaficaionsthat ‘home” can be very broadly defined
and can be interpreted in many different contexts. A thoroughreview of the
disclosure did na disclose any spedfic definition d “home”.
It istrue that Margalin dd na explicitly define the meaning o “home.” It never
occurred to him that someone might not know what ahome is, espedally when he
referred to the aticle in Scientific American *°:
[000§ The other article in the November 2000isaue of Scientific American
(As We May Liveby W. Wayt Gibbs) describes the home of the future where
the home's major systems (as well as avariety of sensors) are networked
together andto the Internet. Even at the present time, more and more homes
are networking their existing computers together.
Margalin requests that the Court take judicial naticethat the most common

definition d homeis. aresidence, it’s where apersonlives, it’s the placeproteaed

by the Fourth Amendment to the United States Constitution.

> Appendix page A163
18 Appendix page A11, the aticle starts at Appendix page A22
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By denying Margoalin the use of the word “home,” a “home network server”
becane, simply, a*“network server.” The Examiners and BPAI set up a straw man
and then bravely knocked him down. Or, maybe nat. The definition o “network

server” will be discussed shortly.

Who isa Subscriber?

Instead of saying he didn’'t know what a“subscriber” was and then pretending that
theterm didn't exist (as he did with “home”), Examiner Patel came up with his
own hizarre definition.
From the second dfice adion, end o thefirst paragraph '’ :

Asfar asthe subscriber’s home, the Home network server recavesthe service

fromthe PC. (Col 7lines46- 47) When a ceMcerecavesa service, is
interpreted by the examiner to mean “ subscribing” to aservice

Sincethe Home network server recaves the service from the PC then the Home
network server is subscribing to the service which means the Home network server
is the subscriber. Note that the words “subscribe” or “subscriber” are found

nowherein Elli s.

In a subsequent telephore interview (Telephore Interview with SPE Rupal Dharia,

Examiner Chirag R. Patel, and Primary Examiner Frantz Jean Thursday

17 Appendix page A103
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8/25/2005 *® SFE Dhariainsisted that a“subscriber” can be adevicesuch asa
computer, and asserted that his computer regularly “subscribes’ to diff erent
newsletters. Margolin asked if his computer did thisonits own o if he had

instructed it to dothis but did na get an answer.

Althoughthe phrase “Official Notice” was nat used, thisis what the Examiners

did. Andthey did na provide any documentation for their definition.

In ddng so they violated MPEP 214403 (A) Relianceon Comnon Knowledgein
the Art or "Well Known" Prior Art which states *°:

Officia noticewithou documentary evidenceto suppat an examiner's
conclusionis permisgble only in some drcumstances.

Margalin daes not believe “Official Notice” was permisgblein this circumstance

Margolin dd na spend much time defining “subscriber” because, again, he felt it
was obvious. From the Spedficaion %

[0019 Inexchangefor the use of the otherwise unused cgpaaty of the
Home Network Server for distributed computing, the contracing company
provides the subscriber (nominally the owner of the Home Network)
something d value such as reduced cost of Internet service freelnternet
service, or anet payment.

18 Appendix page A130
19 Appendix page A180
20 Appendix page A12
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Margadin’'sinventionis not a ammplex network protocol requiring the services of a
software enginea with aPhD. It’s not even rocket science. In Margalin's
invention the person having adinary skill i nthe at isapersonwhoinstalls and
maintains home network systems. Many homeowners do this themselves. They
know what ahome is because they livein ore. If they have Internet servicethey

know what a subscriber is becaise they are one.

It was only by the adions described above that BPAI was ableto find the
Examiner’s broad interpretation d these terms “reasonable” and Margadlin's

inventionto be anticipated by prior art.

Asaresult, BPAI erred by stating that “ Appell ant could have anended the daim
consistent with haw appell ant wants the daim to be interpreted.” Because of the
Examiner's definiti ons of subscriber, home, and home network server, amending
the daim would have been futile and produced oy more rgedions for Margalin
and more unmerited courts for the Examiner. AlthoughBPAI’s comment spe&ksto
the proseaution hstory of the cae they were ather unfamili ar with it or chose to
ignare it. Otherwise they would have sanctioned Examiner Chirag Patel and his

supervisor SPE Rupal Dhariafor disrespeding the English language.

15



Does Elli santicipate Marqgolin (and what is Ellis Network Server)?

Ellis Network Server isnot a Home Network Server.

Margain has discussed Ellis' definition d “Network Server” extensively during
the proseaution o this casein his Resporse to the First Office Action®, his
Informal After Final Resporse %, the telephore interview of 8/5/2005%°, the
telephoreinterview of 8/9/2005%, the telephore interview of 8/25/20052°, the
Pre-Brief Conference Request 2%, andin his BPAI Apped Brief #”. Except for the
telephore interview of 8/5/2005 every time Margalin has patiently explained hov
Ellis Network Server is part of the ISP s equipment and, therefore, nat ahome
network server, the Examiner has sid (effedively), “Yes, it is,” andfailed to

respondto the evidence

The Network Server NS2 shown by Ellisin numerousfiguresis part of the ISP's

equipment.

Elli s uses the terms Server and Network Server to mean the same thing.

L Appendix page A59

2 Appendix page A118
3 Appendix page A110
4 Appendix page A123
5 Appendix page A130
26 Appendix page A138
" Appendix page A146
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In Column 12lines 26-33 %%, Elli srefers to Reference Number 2 as server 2.

Such shared processng can continue until the device12 detedsthe an
applicaion keing opened 16in thefirst PC (or at first use of keyboard, for
quicker resporse, in a multit asking environment), when the device 12 would
signal 17 the network computer such as aserver 2 that the PC isnolonger
avall able to the network, as siown in FIG. 5B, so the network would then
terminate its use of the first PC.

Hereis Figure 5. Althoughit is not labeled, the lower oneis presumably Figure

5B.
,, R
FoN3
BG
[ 14 15
1 1 2
2 2 Q
. o N3
@ &h ] &S
16 17
% ! I 2

FIG.5

In Column 17lines 32-412° , Elli s refers to Reference Number 2 as network 2.

Preferably, wirelessconnedions 100would be extensively used in hame or
businessnetwork systems, including use of a master remote cntroller 31
withou (or with) microprocessng capability, with preferably broad
bandwidth connedions such asfiber optic cable mnneding dredly to at least
one comporent such asaPC 1, shown in aslave cnfiguration, of the home or
businesspersonal network system; that preferred connedionwould link the
home system to the network 2 such asthe Internet 3, as srownin FIG. 10I.

28 Appendix page A46
29 Appendix page A49
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Hereis Figure 10I:

3 1

FIG.101

Moreover, in the Abstrad *°, Elli srefers to network servers (2) in alist of
items that are being referred to by the reference numbers used in the

drawings.

Thisinvention relates to computer networks having computers li ke personal
computers (1) or network servers (2) with microprocessors linked (5) by
transmisson means (4, 14) and having hardware, and aher means such that at
least one parall el processng operation cceurs that involve & least two
computersin the network. Thisinvention also relates to large networks
composed of small er networks, like the Internet (3), wherein more than ore
separate parall el processng operationinvolving more than ore set of
computers occurs smultaneously and wherein ongong processng linkages
can be established between microprocesors of separate mmputers conneded
to the network. Thisinvention further relates to businessarrangements

enabling the shared used of network microprocessors for parallel and aher
processng wherein personal computer owners provide microprocessor
processng paver to a network, in exchange for linkage to ather computers
including linkage to ather microprocessors; the basis of the exchange between
owners and providers being whatever terms to which the parties agree

From Elli s Column 6 BRIEF DESCRIPTION OF THE DRAWINGS 3*:

30 Appendix page A33
31 Appendix page A43

18



FIG. lisasimplified dagram of asedion d a cmputer network, such as the
Internet, showing an embod ment of a meter means which measures flow of
computing during a shared operation such as parall el processng between a
typica PC user and a network provider.

FIG. 2isasimplified dagram of asedion d a cmputer network, such as the
Internet, showing an embod ment of another meter means which measures the
flow of network resources, including shared processng, being provided to a
typicd PC user and a network provider.

Elli s Figures 1 and 2are reproduced below. *

4 4 G{s 6{3
1 2 1 %G 6 4

5
FIG. 1 F1G.2

In Figure 1 and Figure 2, PC1 isthe typicd PC user. In Figure 1, M5 isthe
meter. In Figure 2, M7 isthe meter. That leaves NS2 to be the network

provider that provides accessto the Internet (3).

Therefore, element NS 2 isreferred to, interchangeably, as: server 2,

network 2, network servers 2, and retwork provider.

Indedd, Ellis' choiceof labels used in the drawings showing Reference Number 2

ISNS, which would be an entirely reasonable abreviation for Network Server.

%2 Appendix page A35

19



Ellis description d Figure 1 and Figure 2 pacesameter (M5 or M7) between the
PC user and the network provider (server/network/network server/network

provider).

BPAI agreesthat it isthe resources of Ellis' PC that are used for distributed
computing. From BPAI Opinion page 3, second mragraph >
There can be no substantive dispute that Elli s discloses that a PC user (i.e., a
subscriber to a servicethat provides Internet accesy may receve something
of valuein return for accessto the resources of the PC that would atherwise
be unused.
Therefore, Network Server NS2 is part of the ISP s equipment and is not aHome
Network Server 101astaught by Margadlin. If Ellis Network Server NS2 were the
same & Margolin’s Home Network Server 101, then Elli s’ financia arrangement
would be with himself. Thisinterpretation would render Elli s’ patent invalid for
ladk of usefulness Sinceissued patents are presumed valid such an interpretationis
impermisgble. Fortunately, Elli sintends his financial arrangement to be with a
separate party. From Column 10lines 1-6 3*:
The financia basis of the shared use between owners/leasers and
providers would be whatever terms to which the parties agree subjed
to gowerninglaws, regulations, or rules, including payment from

either party to the other based on periodic measurement of net use or
provision d processng power.

3 Appendix page A3
3 Appendix page A45

20



Also, sinceEllis Network Server NS2 is part of the ISP s equipment, if the
resources of NS2 were used for distributed computingthen Ellis ISPwould be

paying hm for using their own equipment.

Elli s further distingushed his PC from aserver in hisresporse to the First Office
Actionfor his applicaion 09320660where he stated the importance of being able
to run applicaions on his PC 1 which were not avail able to the operating systems
typicdly used by servers. (The First Office Action was mailed October 14, 1999
Ellis Resporseisdated April 14, 200Q and the gopli caion was eventually isued

as U.S. Patent 6,167,428.)

From Ellis Resporse, Page 24 Second Paragraph > :

The Examiner appeasto havergeded clams27-41 becaise of a
belief that UNIX and NT servers can berun on @rsonal computers and
can be made to function temporarily as a master personal computer or as
aslave personal computer, as smilarly redted in clams 27-41.
However, aUNIX or an NT server functions as a server, not as a master
personal computer or as a slave personal computer, which require
applicaions not foundin UNIX or NT operating systems. Therefore,
Applicant submits that neither Seti@home nor aUNIX or an NT server
running on personal computers discloses, teades or suggests:

Elli sthen dscusses how thisrelatesto hisclaims. Elli s uses PCs for distributed
computing. His PCs do nd runthe spedalized software used in servers. At the

time Elli s’ invention was made, UNIX and NT were the most popuar operating

% Appendix page A96
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systems used in servers. They did na runthe standard PC applicaionsthat Elli s

felt it was essential to useon hs PCs.

In contrast, Margalin uses a Home Network Server for distributed computing. The
value of Margalin’s Home Network Server 101ispredsely its ability to use a
stable, reliable Operating System without requiring the Subscriber to replace

his PC software. At thetime Elli s’ invention was made, as well asthetime
Margoalin’s invention was made, the vast majority of PCs used some version d the
Microsoft Windows Operating System and most PC Applicaions were avail able
only for such systems. Thus, one alvantage of Margolin’s use of Home Network
Server 101isthat the Subscriber can continue to use Microsoft Windows on hs

PCswithou jeopardizing the safety of hishome's g/stems.

An example of how the Examiner ignared the &ove evidence can be foundin
Examiner’s Answer to Margalin’s Apped Brief to BPAI January 24, 2006 page
10°® where he said:

B) Applicant argues “The Examiner err oneously defines the term
“subscriber” in away that is not consistent with Applicant’s use of the term,
denying Applicant theright to act as his own Ilexicographer even if it isto use
the ordinary meaning d the term.

Resporse to B) When adevicerecaves aservice, it is mean “subscribing’ to
aservice”. The examiner interpreted the term “device” in light of the dted
passage Ellis (US 6,167,428 Col 7 line 65- Col 8 line 14 which listed below

% Appendix page A162
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was cited to mean an entity can be defined as an individual. Thiswas
interpreted by the examiner in light of applicant’s disclosure per [0019 pages
4-5 which describe the “ subscriber (nominally the owner of the Home
Network)” and examiner referred it asin individual per Ellis (Col 7 line 65—
Col 8line 14) Per (Col 7 line 65— Col 8 line 14) Elli s gates “For this new
network and its gructural relationships, a network provider is defined in the
broadest possble way as any entity (corporation a other business
government, not-for-profit, cooperative, consortium, committeg asciation,
community, or other organizaion a individual) that provides personal
computer users (very broadly defined below) with initial and continuing
conredion hardware and/or software and/or firmware and/or other
comporents and/or servicesto any network, such as the Internet and I nternet
Il or WWW or their present or future equivalents, coexistors or SUCCEsSrs,
like the Metalnternet, including any of the aurrent types of Internet access
providers (ISP s) including telecommunication companies, television cable or
broadcast companies, eledricd power companies, satellite mmmunicaions
companies, or their present or future equivalents, coexistors or succesors.”

The Examiner argued that, sinceEllis' network provider (the owner of Elli s
network server 2) could be anindividual, it was the same individual who avned
Margolin’s Home Network Server 101 (The agument assumes that since
Margolin’s Home Network Server ads as a proxy server for the Home Network
clientsit isan Internet Service Provider, which iswrongand simply shows the
Examiner’sintransigence) Heignared Margalin’s argument, stated above, that if
thiswere the cae then Elli s’ financial arrangement would be with himself and
would have no value. If Ellis’ network server 2 isowned by an individual it must

be adifferent individual than the one owning Ellis PC 1.
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BPAI failsto add to the Examiner’s case.

In BPAI’s opinion on fage 6 secondfull paragraph they said *” :

Elli steates that the PCs that provide processng paver may reside on hane
network systems (e.g., col. 17,1l. 22-40). Given the eaminer’s broad bu
reasonable interpretation d instant claim 1, Elli s provides suppat for the
examiner’sfinding d anticipation.

The sedion d Elliscited by BPAI teathes abou master microprocesor 30.%%

And the master microprocessr 30 might also control the use of several or all
other processors 60 owvned or leased by the PC user, such as home
entertainment digital signal processors 70, espedaly if the design standards
of such microprocessors in the future cmnforms to the requirements of
network parallel processng as described abowe. In this general approadh, the
PC master processor would use the slave microprocessors or, if idle (or
working onlow priority, deferable processng), make them avail able to the
network provider or othersto use. Preferably, wirelessconnedions 100would
be extensively used in hame or businessnetwork systems, including wse of a
master remote controller 31 without (or with) microprocessng capability,
with preferably broad bandwidth conredions sich as fiber optic cale
conrneding dredly to at least one componrent suchasaPC 1, shownina
slave wonfiguration, of the home or businesspersonal network system,; that
preferred connedionwould link the home system to the network 2 such as the
Internet 3, as srownin FIG. 101.

Master microprocessor 30is not Margalin’s Home Network Server. Earlier, when
master microprocesor 30isintroduced, starting at col. 16, line 33, it turns out that
master microprocessor 30isthe one microprocesr in Elli s’ network that is not

used for distributed computing. It performs only operational and seaurity functions.

37 Appendix page A6
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From Elliscol 16lines33—423%:

As down in FIGS. 10A-10F, to ded with operational and seaurity isaues, it
may be optimal for individual usersto have one microprocessor or equivalent
devicethat is designated, permanently or temporarily, to be amaster 30
controlling device (comprised of hardware and/or software and/of firmware
and/or other componrent) that remains unaccessble (preferably using a
hardware and/or software and/or firmware and/or other componrent firewall
50) diredly by the network but which controls the functions of the other,
slave microprocesors 40 when the network is not utili zing them.

Margalin teades the exad oppaite. Margalin’s Home Network Server isthe only

madhine in the Home Network used for the distributed computing system.

The Elli s paragraph cited by BPAI also discusses master controller 31. Thisisthe
only referencein Elli sto a master controller 31. (Elli s Figure 10l showsa PC 31,
which sheds nolight onit.) All we know isthat master controller 31 dces not need
microprocessng capability “° (Column 17lines 32 - 35), which makesit apoor
candidate for Margalin’s home network server.

Preferably, wirelessconnedions 100would be extensively used in hame or

businessnetwork systems, including use of a master remote cntroller 31
withou (or with) microprocessng cagpability, ...

As aresult, thereis nathing to suggest that Ellis home or businessnetworks

contain the Home Network Server taught by Margalin.

39 Appendix page A48
49 Appendix page A49
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BPAI has carelesdy rea Elli s which explains why they were ale to suppat the
Examiner’s broad (and wrong) finding d anticipation.
Further, BPAI observed (BPAI Opinion page 6 seaondfull paragraph) **:

Moreover, Elli sat column 8, line 59 throughcolumn 9, line 20 describes
the types of computers that may be considered PCs in the context of the
disclosure. The personal computers are described as including “network
computers,” which would seam to include both of conventional server and
client computers on the home network systems described elsewhere in
Ellis. In thisregard, we note that appell ant’ s disclosed Home Network
Server 101is*of conventional design.” (Spec 123)

Elli s defines “network computer” in at least two mutually exclusive ways. In Col 7,
line 29— 31 undr the heading DETAILED DESCRIPTION OF THE
PREFERRED EMBODIMENTS he says **:

The new network computer will utili ze PC's as providers of computing powver
to the network, not just users of network services.

SinceEllis system uses PCs for distributed computing the “ network computer” is
the entire distributed computing system. It is not a Home Network Server as taught
by Margalin.

In Col 12, lines 17 — 26 the network compuiter is equated to Elli s server 2 *°:

Or, more simply, as shown in FIG. 5A, whenever the state that all user
applicaions are dosed and the PC 1 is avall able to the network 14 (perhaps
after atime delay set by the user, like that conventionally used onscreensaver
software) is deteded by a software cntroller device 12 installed in the PC,

1 Appendix page A6
2 Appendix page A44
3 Appendix page A46
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the device 12 would signal 15 the network computer such as a server 2 that
the PC avail able to the network, which could then control the PC 1 for
parallel processng a multitasking by another PC.

As has been previously shown, Elli s server 2 (also referred to as srver NS2) is

not a Home Network Server astaught by Margalin.

Asfar as bath Elli sand Margadlin having used the word “conventional” in their

applicaionsis concerned, two devices may bath be of conventional design and yet
be totall y diff erent devices even if what makes them different is only software. In a
computer mouse of conventional design the mouse ball turns two small wheds, but

having two wheds doesn’t make it a bicycle.

BPAI’sunderstanding of key termsisdifferent from the Examiner’s.

ThereisapuzZing asped of BPAI’s dedasion. Whil e they foundthe Examiner’s
broad interpretation reasonable their own interpretation d the key terms

“subscriber” and “home” are different from his.

Margoalin argued that the subscriber is a person, nominally the owner of the Home
Network. The Examiner asserted that the subscriber isadevicesuch asa

computer.

From page 3 of the BPAI dedsion seaond mragraph**:

* Appendix page A3
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There can be no substantive dispute that Elli s discloses that a PC user (i.e., a
subscriber to a servicethat provides Internet access may receve something
of value in return for accessto the resources of the PC that would atherwise
be unused.

BPAI understands that the PC user is a subscriber to a servicethat provides
Internet access Therefore, assuming the PC user is a person, the subscriber isa

person and nd adevice

The Examiner dedded that the word “home” has $ many meanings and he was
completely unable to dscern what Margolin meant by a“home.” But from the
BPAI dedsion page 5 last paragraph *° :

Instant clam 1 does not reate the functions of the home network server, but
only itslocation (i.e., in asubscriber's home).

BPAI agreesthat ahomeisalocation. It's a subscriber's home. Since BPAI agrees

that a subscriber isaperson, it’s aperson’s home.

They have disagreead with the Examiner's definiti on of “subscriber” and “home”

yet they affirmed the Examiner’ srejedion as being reasonable.

% Appendix page A5
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BPAI cites Philipsv. AWH Corp. but leaves smething out.

In BPAI’s opinion on fge 5, second mragraph, they said *°:

Our reviewing court has repeaedly warned against confining the damsto
speafic enbod ments described in the spedfication. Philli psv. AWH Corp.,
415F.3d 13031323 75USRQ2d 1321 1334(Fed. Cir. 2005 (en banc).

BPAI makesthis gatement as thoughit is an absolute cmmmandment. It isn't.

Philipsv. AWH isagrea case. It contains all of the hot topicsin claim
interpretation, many of which are relevant to the aurrent case, such as the use of

dictionaries.

As ameasure of the importance of Philipsv. AWH there ae 36 amicus curiae
parties listed. One of these *’ isthe USPTO Office of the Solicitor representing the

USPTO, the Department of Justice, and the Federal Trade Commisson.

In the Solicitor’ s Brief Sedion |l The Tension Between Proper Use of the
Spedfication andimproper Readingin of Limitations (page 20) *°

A merely exemplary feaure, becaise of its exanplary status, shoud na be
read into claims whose words do nd include that feaure. By way of
il ustration, where the speaficaion describes afeaure, not foundin the words
of the daims, only to fulfill t he statutory best mode requirement, the feaure

% Appendix page A5

" Brief For The United States As Amicus Curiaein Apped Nos. 03-1269-1286
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shoud be mnsidered exemplary, and the patenteeshoud na be unfairly
penalized by theimportation d that feaure into the daims. A person d
ordinary skill may also consider afeaure merely exemplary where nathingin
the written description indicates that the inventionis exclusively direded
toward the feaure or suggests that embodments withou it are outside the
scope of the invention. SunraceRoats Enter. Co. v. SRAM Corp., 336F.3d
1297, 1305(Fed. Cir. 2003. However, if the spedficaionasawhole
suggests that the very charader of the invention requires the limitation ke a
part of every embodment, then defining a daim term in acmrdance with that
limitation would be gpropriate. Alloc., 342F.3d at 137Q

Thefirst part of the paragraph daes not apply to the aurrent case because the term
“home network server” appeasin bah the daims and the speaficaion where

Margolin defined it.

The seond m@rt, “if the spedficaion as awhole suggests that the very charader of
the invention requires the limitation ke apart of every embodment, then defining a
claim term in acmrdance with that limitation would be gpropriate” does apply,
since Margolin’s Home Network Server is essential to “the very charader of the

invention.”

BPAI left the seaond f@art out. By leaving it out BPAI misrepresented (by
omisgon) the position d its own agency as presented by the Solicitor’s Brief.
BPAI is suppcsed to be an impartial administrative review court. Instead, it has

aded as the Examiner’ s advocae.
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The Examiner and his supervisor show bad faith.

Thereis another troulding asped to this case.

Margolin hed atelephore interview with Examiner Patel on August 5, 2005*
during which Margalin explained in simpler terms what hisinventionwas and howv
it was different from Elli s. Examiner Patel asked questions that suggested he
understoodMargalin’sinventionandin particular, that Margolin’s Home Network
Server was distinctly different from Ellis’ Network Server NS2. Examiner Patel
thanked Margalin for clarifying hsinvention and dstingushingit from Elli s, and
agreed to talk to his supervisor (SFE Rupal Dharia) who hed the authority to
negatiate the disposition d the goplicaion. Examiner Patel also stated he would do
an additional seach to seeif there was other Prior Art relevant to the invention.
Further, he propased that a conferencetelephore interview be held to include SFE
Rupal Dharia. Margalin agreed and the aconferencetelephore was st up for the

following week on August 9, 2005

On August 9 a mnferencetelephore interview was held *° but SFE Dhariawas not
present. Instead, a Primary Examiner from another group (Examiner Frantz Jean)

was pressd into service. Examiner Frantz Jean was nat famili ar with the cae and

49 Appendix page A108
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was therefore nat in aposition to negatiate anything. In addition, Examiner Patel

denied that the cae had been advanced duing the August 5 telephore interview.

MPEP Rule 71304 Sulstance of Interview Must Be Made of Record states:
Examiners must complete an Interview Summary form PTOL-413for eath
interview where amatter of substance has been dscussed duing the interview
by cheding the gpropriate boxes and filli ngin the blanks. If applicant
Initi ated the interview, a apy of the completed "Applicant Initiated Interview
Request” form, PTOL-413A (if avail able), shoud be dtaded to the Interview
Summary form, PTOL-413and a aopy be given to the gplicant (or
appli cant's attorney or agent), uponcompletion d the interview. >*

The telephoreinterview of August 5, 2005was a material part of the proseaution

history of this case. Margalin filed an Applicant’s Summary of thistelephore

interview which the Examiner did na contest. It is siown in the Image File

Wrapper as “8/12/2005 Applicant summary of interview with examiner” °* This

Applicant’s Summary also contains Margalin’s Informal After Final Resporse to

the Second Office Action ®* which Examiner Patel had refused to enter into the

record.

The Examiner’s Interview Summary for the August 5, 2005telephore interview

was filed ** but there ae some problems with it.

>1 Appendix page A185
°2 Appendix page A108
>3 Appendix page A114
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1. The Examiner’'s Summary was dated and mail ed onOctober 12, 2006 more
than 14 months after the telephore interview. Thiswas after BPAI issued its
ruling and after Margalin filed his Notice of Apped.

2. The Examiner’s Summary was sgned oy by SFE Rupal Dharia. Sincehis
Isthe only signature on the Summary it must be asumed that he wrote it.
However, Dhariawas not present during the telephore interview.

3. The Summary contains errors ranging from distortions to ouright

fabricaions.

From Dharia’ s Summary:

Uponreview of the history of this application, it becane gparent that an
interview summary was inadvertently not prepared.

Theimplicaionisthat Dhariareviewed the history of the gplicaion on hsown

initi ative.

In September, 2006 Margalin contaded the Office of the USPTO Salicitor to
inform them that he intended to apped BPAI’'sdedsionto the CAFC andthat a
material document (the Examiner’s Summary of the 8/5/2005telephore
interview) had never been filed. Their response was that there was nathing they
could doabou it. Margolin was then direded aroundto a number of other
USPTO offices. Then Dharia’ s Summary appeaed. Either this was an amazang

coincidenceor it was the result of Margadlin’s adions, not Dharia sinitiative.
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And, if the Examiner’ sfailure to prepare an Examiner’s Summary to the
Telephore Interview of 8/5/2005was “inadvertent”, then he must have dso
inadvertently fail ed to read Applicant’'s Summary of that interview °°. He
cetainly did na contest it at the time. He dso must have inadvertently fail ed to
read (or contest) Margalin’s Applicant’s Summary of the 8/9/2005Telephore
Interview where Margolin naed that the Examiner had na yet filed an
Examiner’s Summary of the August 5 interview. *° If an Examiner’s Summary
was produced in atimely fashion and was inadvertently nat fil ed, then the

original document shoud be produced.

Dharia states:
Applicant argued the examiner improperly made the seaond dfice ationfinal
and introduced a new grounds of regjedion. Appli cant requested the examiner
to withdraw the rejedion. Examiner responced to all of the aguments and
used the same prior art, Ellis (US 6,167,428), thus making a proper final
rejedion.

Margoalin asked Examiner Patel to withdraw making the Second Office Action

final in ore or more telephore omnversations precaling the 8/5/2005telephore

interview. The purpose of these telephore mnversations was to ask Patel to have

atelephore interview to discuss(and, hopefully, resolve) the cae. (Patel had

>> Appendix page A108
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initially refused to conduct atelephore interview.) Thiswas not apart of the
telephore interview of 8/5/2005where the Examiner was receptive to Margalin's

arguments. He did nd rged them in thisinterview.

SPFE Dharia further states:

A summary is provided below to make the record complete for the August 5th
interview to the best of the examiner's relledion.

Dhariahas noremlledion o theinterview. Hewasn't there. °” If heisreferring
to Examiner Patel’ sreolledion d the medingthen his sIimmary is £oond-hand

and lrings up the question, “Why didn’'t Examiner Patel write the Summary?’

Dharia states:

Applicant propaosed changing the daims only if the examiner was willi ngto
alow the gplicaion. Examiner explained that any amendment would require
further search and consideration by the examiner. Examiner repededly asked
appli cant to send aformal response in writing. Applicant repeaedly refused
as applicant did na wish to pay the extrafees of $395

Dharia has distorted the fads. From Margalin’s Applicant’s Summary for the
telephore interview of 8/5/2005 °®;

7. | proposed to amendthe phrasein Claim 1, Claim 3, and Claim 5
"something of value" to "something of value from a contracting company"
if it would result in the goplication keing allowed. He seaned receotive to my
offer to amend the daims but said he did na have the authority to negaotiate
the deposition d the gplication.

>" Appendix page A189
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Margalin's unwilli ngnessto file an AF Amendment or an RCE was expressd in
other conversations and interviews with the Examiner, but not this one.
Margoalin’s position was that the purpose of atelephore interview was to engage
inadialogue and, if possble, come to an agreament. With the exception d the
8/5/2005telephore interview the Examiner’s position was always, “File an AF
Amendment or RCE and then I'll think abou it.” Margalin saw noreasonto

throw money away so the Examiner could get more unmerited couns.

Dharia states:
Applicant was extremely insistent and wished to speak to someone with
negatiation authority. Out of courtesy by the examiner, ancther interview was
scheduled for August 9 with someone of negatiation authority.
Margolin was not “extremely insistent.” It was Patel’ sideato talk to someone
with negatiation authority. Andit wasn’t just anyone with negatiation authority, it
was to be with Dharia. Asnoted previously, Dhariawas ano-show. Asfar as

“courtesy” is concerned, if Dharia had wanted to be murteous he could have

started by showing upfor the scheduled telephore interview on August 9.

SFE Dhariawas not present at the 8/5/2005interview and has no standingto file
this Examiner’s Summary. His Examiner’s Summary is a dumsy attempt to
mislead this court as to the proseaution history of this case. Shame onthe

USPTO for permitting this.
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CONCLUSION
BPAI erred by refusing to all ow Margalin to be his own lexicographer in
defining the term “Home Network Server,” refusingto alow Margalin to use the
common meaning d the word “home,” and all owing, by default, the Examiner’s
bizarre definition d “subscriber” to stand. It was only by these adions that BPAI
was able to find the Examiner’s broad interpretation of these terms “reasonable”
and Margadin’sinventionto be anticipated by Elli s. Elli s does not anticipate

Margalin.

Margalin's edficaion describes hisinventionin enough dtail to allow it to be
built by aperson having adinary skill i nthe at of home network systems withou
undwe experimentation. Margolin’s claims are properly drawn and dstinctly point

out hisinvention.

Therefore, Margalin respedfull y requests this Court reverse BPAI' sfinding o
anticipation and ader the Diredor of the Patent and Trademark Officeto issue a

Noticeof Allowancefor the Margolin Application as fil ed.

Jed Margalin

January 4, 2007
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ADDENDUM

The opinion in support of the decision being entered today was not written for
publication and is not binding precedent of the Board.

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE BOARD OF PATENT APPEALS
AND INTERFERENCES

Ex parte JED MARGOLIN f i Al
i \ Wi \IL_ED

Appeal No. 2006-2005 AU % 4 1008
Application No. 09/947,801

Ius BRTERT AND TRADEMA
BOARD OF PATENT LﬂPPREKAO Y
AND INTEHFEHENCES

ON BRIEF

Before THOMAS, HAIRSTON, and BLANKENSHIP, Administrative Patent Judges.

BLANKENSHIP, Administrative Patent Judge.

DECISION ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from the examiner’s final
rejection of claims 1-5, which are all the claims in the application.

We affirm.
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