UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

No. 2007-1056
(Serial No. 09/947,801)

IN RE JED MARGOLIN

Appeal from the United States Patent and Trademark Office
Board of Patent Appeals and Interferences.

APPELLANT’S REPLY BRIEF

Dated: March 1, 2007

Jed Margolin

Applicant, Appellant, pro se
1981 Empire Rd.

Reno, NV 89521-7430
(775) 847-7845
cafc(@jmargolin.com



TABLE OF CONTENTS

TABLE OF AUTHORITIES ...

The Solicitor makes the new argument that Margolin’s Home

Network Server is a Personal Computer and presents it as a fact .........

Is Margolin’s Home Network Server a personal computer because

it includes a CPU, memory, video display, and a keyboard? .....................

Is 1t possible for a specification to be so broad as to make it

madmissible as prior art? ...

The Solicitor criticizes Margolin’s patent application

for not being long enough ........... ...

The Solicitor fails to respond to several of

Margolin’s material points ............. ... ...
The Solicitor finally addresses one of Margolin’s arguments ...................

The Solicitor misrepresents BPAI by implying terms must be located
in a particular location in the Application ............................. ... ...

The Solicitor misrepresents Margolin .............................................

The Solicitor’s opinion on infringement 1S WIong ................................

The Solicitor erred in asserting that the examiner set forth

a prima facie case of anticipation .................. ... ...

The Solicitor has improperly narrowed the issues ................................

page

1i

12

14

15

18

19

20

21

25



After Margolin’s Brief was filed, the Examiner’s
Interview Summary for 8/5/2005 was altered .......................... ...

This Court is a Court of Equity as well asa Court of Law .......................

ADDENDUM

I.  U.S. Constitution Article I, Section 8 ... .. ... ... ... ... .. ... ...

IV. U.S. Constitution Amendment V...
V. U.S. Constitution Article III, Section 2 ...................o i ..
VI. The Judiciary Act of 1789 ... ... ... .
VII. Altered Document ...
CERTIFICATE OF SERVICE ...

CERTIFICATE OF COMPLIANCE ...

i

26

27

31

32

34

35

36

36

37

40



Table of Authorities

U.S. Constitution
U.S. Constitution Article I, Section 8 ....................................27
U.S. Constitution Article III, Section2 ................................... 30

U.S. Constitution Amendment V. ... .28

Statutes
35 U S.C 102 o 1027

Legislation

The Judiciary Actof 1789 ................................................30

Other Authorities

Federal Register 71FR48 (Docket No.: 2005-P-066) ................. 10

i



Argument1

The Solicitor makes the new argument that Margolin’s Home
Network Server is a Personal Computer and presents it as a fact

The Examiner rejected Margolin’s claims by asserting that Ellis” Network
Server 2 (NS2) was the same as Margolin’s Home Network Server. > Even in the
Examiner Summary for the Telephone Interview of August 25, 2005 the Examiner

was still saying it was Ellis” Network Server 2 that was Margolin’s Home Network

Server. (A136) Margolin has shown in his Appeal Brief to BPAI (A145) and in his
Appeal Brief to this Court (starting at Br. at 16) that Ellis” Network Server 2 is not
a Home Network Server. Ellis” Network Server 2 is the ISP’s server and does not
perform Ellis” distributed computing. Ellis uses only his personal computers to
perform distributed computing.

It was not until Margolin filed his Appeal Brief before BPAI that the

Examiner (in his Examiner’s Answer) asserted that Ellis” Personal Computer (PC)

was a Home Network Server because it sometimes acted as a server. (A158, A159,
and A160) BPAI agreed with the Examiner. They did not assert that Margolin’s

Home Network Server was a personal computer. (A3-A6)

(44 29

! References to the Appendix are made by “A_ “, to Margolin’s brief by “Br. at

and to the Solicitor’s Brief by “SBr. at .

? In the First Office Action the Examiner cited sections of Ellis. (A26 and A27). In
the Second (and Final) Office Action the Examiner specifically pointed to Ellis’
Figure 2 Item 2 (A99, A100, A101, and A103) which is Ellis” NS2 (A35).



Margolin has shown that Ellis” PC is not a Home Network Server in his
Response to the Examiner’s Answer (A169, A170) and in his Appeal Brief to this
Court (Br. at 21) Ellis’s PC 1s not a server. Ellis himself distinguished his PC
from a server in order to persuade his Examiner to allow the patent.

Left with nowhere else to go the Solicitor now makes the argument that
Margolin’s Home Network Server is a personal computer. (SBr. at 3) What is the
standard of review for a brand new argument that does not appear in the record?
The Solicitor has asked for a standard of review of “substantial evidence.”
“Substantial evidence 1s something less than the weight of the evidence but more
than a mere scintilla of evidence.” (SBr. at 9) Therefore, the Solicitor is asking the
Court to give his argument more weight than Margolin’s. He wants to stack the
deck.

That leaves a standard of review of de novo, yet a standard of review is a
standard of review of the record. And this new argument has no record other than
in the Solicitor’s Brief. As the Solicitor skillfully (and prejudicially) inserted into
his STATEMENT OF THE ISSUE (SBr. at 1), Margolin is acting pro se. As a pro
se Margolin is at a loss to suggest to the Court the proper standard of review for the
Solicitor’s new argument. Perhaps it would be best to simply strike it from the

Solicitor’s Brief.



The Solicitor argues (SBr. at 3)

The specification discloses that server 101 is connected to the
Internet through modem 103. Al14, line 13. The specification also states
that:

Home Network Server 101 is of conventional design and includes a
CPU, memory, mass storage (typically a hard disk drive for
operations and a CD-ROM or DVD-ROM Drive for software
installation), video display capabilities, and a keyboard.

Al4, lines 3-6. Thus, the server can be a PC.

And then (SBr. at 12)
It was reasonable for the Board to interpret Margolin’s home network server as
met by Ellis” PC, A4-6, because PCs generally include a CPU, memory, video
display and keyboard, and thus fit Margolin’s exemplary server. Significantly,
Ellis defines a PC “as any computer digital or analog or neural, particularly
including microprocessor-based personal computers having one or more
microprocessors.” Ad4, col. 8, lines 61-64.

There are two parts to this:

1. Is Margolin’s Home Network Server a personal computer because, like personal

computers, it includes a CPU, memory, video display, and a keyboard?

2. Ellis defines a personal computer as just about everything that has ever been

invented or ever will be invented.

Let’s start with the first part.



Is Margolin’s Home Network Server a personal computer because
it includes a CPU, memory, video display, and a keyboard?

The Solicitor presents his argument in his STATEMENT OF THE FACTS. His
argument 1s not a ““fact.” It is an unwarranted conclusion that shows his lack of
knowledge of computers in general and both personal computers and servers in

particular.

The Solicitor makes much of Margolin’s statement that his Home Network Server
1s of conventional design. (SBr. at 3)
The specification also states that:
Home Network Server 101 is of conventional design and includes a CPU,
memory, mass storage (typically a hard disk drive for operations and a CD-
ROM or DVD-ROM Drive for software installation), video display
capabilities, and a keyboard.
Yes, Margolin’s Home Network Server 101 1s of conventional design. It is of

conventional design for a server, which is why Margolin called it a Home Network

Server and not a Home Network PC or a Home Network Something-Else.

Not all computers that use CPUs, memory, mass storage, video display
capabilities, and a keyboard are personal computers. Computers with these
elements existed even before IBM introduced the Personal Computer in August

1981.



For example, there was the VAX 11/780 brought out by Digital Equipment
Corporation in 1977. It had a : _ \
CPU (Central Processing

Unit), memory, mass storage,

A e s e

video display capabilities, and

a keyboard. But it was not a

R

personal computer. (7This \

picture of a VAX 11/780 is from Wikipedia at http://en.wikipedia.org/wiki/VAX .)

Note that a CPU (Central Processing Unit) does not automatically mean
“microprocessor”’. Before there were microprocessors, CPUs came on printed
circuit boards (sometimes several large printed circuit boards) containing small-
scale and medium-scale integrated circuitry. Before that, they were made of
discrete transistors. Before that, they used vacuum tubes, such as the ENIAC which
is described in U.S. Patent 3,120,606 R
Electronic Numerical Integrator and
Computer issued February 4, 1964 to
Eckert and Mauchly. The ENIAC was

not a personal computer.




Neither was the Harvard Mark I (1944) which used mechanical gears and

electromechanical relays, but if
the Harvard Mark I had been
connected to a video display the
Solicitor would have proclaimed

it a personal computer. (This \\\‘\

picture of the Harvard Mark I is from the IBM archives.)

There is a good reason why today’s servers use mostly the same hardware as
personal computers. The hardware used in personal computers is inexpensive and
readily available. What makes a server different from a personal computer is the
specialized software that makes it a server. (A96)

Now the Solicitor wants to erase that difference by making all servers
personal computers.

Ellis distinguished his personal computers from servers in order to get his
patent. (Br. at 21) If the Solicitor is successful in defining servers as personal
computers the Ellis patent would be invalidated. That would not be fair to Inventor

Ellis. There may also be other patents involving servers that would be affected.



Is it possible for a specification to be so broad
as to make it inadmissible as prior art?

The second part of the Solicitor’s argument is that Ellis defines a personal
computer as just about everything that has ever been invented or ever will be
invented. Ellis certainly does define a PC very broadly as (A44, col. 8, line 61 —
A45, col. 9, line 16):

any computer, digital or analog or neural, particularly including
microprocessor-based personal computers having one or more microprocessors
(each including one or more parallel processors) in their general current form
(hardware and/or software and/or firmware and/or any other component) and
their present and future equivalents or successors, such as workstations,
network computers. handheld personal digital assistants. personal
communicators such as telephones and pagers, wearable computers, digital
signal processors, neural-based computers (including PC's), entertainment
devices such as televisions, video tape recorders, videocams, compact or digital
video disk (CD or DVD) player/recorders, radios and cameras, other household
electronic devices, business electronic devices such as printers, copiers, fax
machines, automobile or other transportation equipment devices, and other
current or successor devices incorporating one or more miCroprocessors (or
functional or structural equivalents), especially those used directly by
individuals, utilizing one or more microprocessors, made of inorganic
compounds such as silicon and/or other inorganic or organic compounds;
current and future forms of mainframe computers., minicomputers,
microcomputers. and even supercomputers are also be included.

Yet, during prosecution, Ellis narrowed the definition of personal computer
considerably. At the very least it specifically excludes servers. From A96:

The Examiner appears to have rejected claims 27-41 because of a belief that
UNIX and NT servers can be run on personal computers and can be made to
function temporarily as a master personal computer or as a slave personal
computer, as similarly recited in claims 27-41. However, a UNIX or an NT
server functions as a server, not as a master personal computer or as a slave












































































































