From: Borda, Gary G. (HQ-MC000)

Sent: Friday, January 23, 2009 11:44 AM

To: Rotella, Robert F. (HQ-MAO000); McNutt, Jan (HQ-MC000)

Cc: Graham, Courtney B. (HQ-MA000)

Subject: 2000 GAO Report on NASA's Administrative Review of Patent Infringement Claims
Attachments: NASA's Administrative Review of Patent Infringement Claims_GAO Report_Aug 2000.pdf;

DFAR 227_70 Patent Infringement Claims.pdf

FYI - found all this in a Google search. The attached 2000 GAO report on NASA’s Administrative Review of
Patent Infringement Claims wasn’t widely disseminated here since I didn’t known about it (guess they thought
since I didn’t work these claims I didn’t need to know — not a very good policy decision from past IP
leadership).

The GAO report mentions that “NASA’s procedures for administratively reviewing a claim of patent
infringement against the agency are set out in an attachment to a September 29, 1987, letter to all NASA
installations by the Associate General Counsel for Intellectual Property.” I have also never seen the referenced
letter. We should find a copy and make sure we are following the procedures.

The GAO report goes on to state that the NASA procedures are modeled after the DOD procedures. I’m not
sure what those procedures might be, but There are procedures for administrative claims for patent infringement
in the DFAR (Subpart 227.70 — attached).

DOE also has regs on Claims for Patent and Copyright Infringement at 10 CFR Part 782
http://ecfr.gpoaccess.gov/cgi/t/text/text-
idx?c=ecfr&sid=ae9d0477eeff326f1d13d73becade33d&ren=div5 &view=text&node=10:4.0.2.5.19&idno=10

Gary

Gary G. Borda
Agency Counsel for Intellectual Property
Office of the General Counsel

NASA Headquarters
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This document, including any attachments, contains information that is confidential, protected by the attorney-client or other
privileges, or constitutes non-public information. It is intended only for the intended recipients. If you are not an intended recipient of
this information, please take appropriate steps to destroy this document in its entirety and notify the sender of its destruction. Use

. dissemination, distribution, or reproduction of this information by unintended recipients is not authorized and may be unlawful. ’

This communication should only be used for the particular matter discussed herein. Changes in circumstances and changes in law can
greatly alter any current legal advice.
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United States General Accounting Office Resources, Community, and

Washington, DC 20548 Economic Development Division
B-285211

August 8, 2000

The Honorable Robert F. Bennett
United States Senate

Subject: NASA's Administrative Review of a Patent Infringement Claim

Dear Senator Bennett:

On February 7, 2000, the National Aeronautics and Space Administration (NASA)
responded to an inventor’s complaint that the agency had used his patented technology
without approval, compensation, or acknowledgment. NASA told the inventor that it
had conducted an administrative review of the matter and concluded that there was no
infringement. The inventor contacted you about this matter, and you asked us to review
NASA'’s administrative action on his complaint.

As agreed with your office, this report addresses (1) whether NASA adhered to
established procedures in conducting its administrative review of the inventor's
infringement claim and (2) what criteria NASA used in reaching its decision. As also
agreed, we take no position as to whether NASA infringed the inventor's patent.

Results in Brief

NASA reviewed the inventor’'s complaint in accordance with its procedures governing
administrative reviews of patent infringement claims. Even though the inventor never
filed an official claim, NASA treated his complaint as an infringement claim because it
had no other mechanism for investigating allegations of infringement and wanted to
remove any doubt that it had infringed the patent in question. Also, NASA and the
inventor agree that the agency's decision to treat his allegation as an infringement claim
probably will work to his advantage if he chooses to bring an infringement suit. The
inventor was correct that NASA used the same attorney to conduct the administrative
review that earlier had been involved in licensing negotiations on his patent. While this
does not violate NASA's procedures, it is inconsistent with federal internal control
standards, and NASA said it would separate the duties if such a case arose in the future.

NASA applied federal patent law to reach its decision. NASA interpreted the law as
providing that only the patent “claims”—those specific elements set out in the patent
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that make the invention novel—can be infringed. After surveying the operations of its
field units, NASA concluded that none of its systems—including the Mars Pathfinder
landing system and the TransHab Design Concept cited by the inventor—infringed the
claims in the inventor’s patent. NASA's decision completes its administrative review
process. If the inventor wishes to pursue his complaint, his recourse is to file a claim
with the U. S. Court of Federal Claims.

Background

A patent is a grant made by the government to an inventor, conveying and securing to
him or her the exclusive right to an invention for a term of years. The Patent and
Trademark Office (PTO) grants patents in the United States. By its terms, a patent gives
an inventor the right to exclude others from making, using, or selling the invention for a
specified period, in this instance 17 years. A person infringes another'’s patent when he
or she makes, uses, or sells the subject invention without permission during the patent
term.

On June 19, 1990, PTO granted U.S. Patent No. 4,934,631 to the inventor. The patent
describes the invention as a “lighter-than-air type vehicle comprising a framework and a
series of inflatable lift bags secured to said framework.” The lift bags were designed to
contain heating elements and a gas, such as hydrogen or helium, in contact with these
heating elements.

Believing his technology could be adapted successfully for a broad range of military and
civilian projects, the inventor had attempted since 1989 to market his invention to the
government. He said that certain agencies, including NASA, expressed interest but
declined his offers to license the invention or enter into a contract with him to develop
and use his technology.

In 1997, the inventor saw drawings of the Mars Pathfinder landing system developed by
NASA and noted that the system used inflatable bags that he believed were similar to
those described in his patent. He concluded that NASA had adapted and was using his
invention without approval, compensation, or acknowledgment. After further research
he concluded that NASA also was using bags similar to his own in its TransHab Design |
Concept, which features inflatable structures that can be used to house personnel and
equipment in space.

On February 26, 1997, the inventor contacted the NASA Administrator and complained
that NASA had used his invention without his approval. The complaint was referred to
the Director of the Infringement Division in the Office of the Associate General Counsel
for Intellectual Property. After obtaining the inventor's approval, NASA docketed the
matter as a “license to proffer” on March 7, 1997, giving NASA permission to send the
patent to its various units to determine whether they had an interest in obtaining a
license to use the technology. On July 30, 1997, the Director of the Infringement Division
sent a letter to the inventor informing him that the agency had no interest in obtaining a
license.
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