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Notice to Applicants

o f f i ce  ac t i on  i s  respons i ve  to  the  amendmen t  f i l ed  on

1 3 ,  1 9 9 5  A s  p e r  r e q u e s t ,  c l a i m s  1 - 1 3  h a v e  b e e n

C 1 a i m s  1 4 - 3 9  h a v e  b e e n  a d d e d .  T h u s ,  c l - a i m s  1 - 3 9  a r e

1 .  T h i s

E ' o l ' r r r r e r r z

^ * ^ * J ^ l
C I . I T T E I I L , t E ( , t  .

pend ing .

2 .  N e w t i t l e  h a s  b e e n  e n t e r e d .

Election/Restrict ion

3 .  New ly  submi t ted  c la ims  29 -30  a re  d i - rec ted  to  an  i nven t i on

tha t  i s  i ndependen t  o r  d i s t i nc t  f rom the  i nven t i on  o r i -g ina l l y

c l -a imed  fo r  t he  fo l l ow inq  reason :

Nev r l y  added  c la ims  29  and  30  a re  d i rec ted  to  a  me thod  fo r

p r o d u c i n g  a  t e r r a i n  d a t a  b a s e d  c o m p r i s i n g  t e r r a i n  d a t a  a n d  s a i d

t e r r a i n  d a t a  r e p r e s e n t e d  a s  o n e  o r  m o r e  p o l y g o n s .  H o w e v e r ,  t h e

o r i g i n a l  s e t  o f  c l a i m s  a r e  d i r e c t e d  t o  a  p i l o t  a i d  w h i c h  u s e s  a n

a i r c r a f t ' s  p o s i t i o n  a n d  a t t i t u d e  t o  t r a n s f o r m  d a t a  f r o m  a  d i g i t a l

b a s e d  t o  p r e s e n t  a  p i l o t  w i t h  a  s y n t h e s i z e d  t h r e e  d i m e n s i o n a l

n r n r c r - f  c d  r r i  c r 6 7  9 f  t h e  w o r l d .v - v )

S i n c e  a p p l i c a n t  h a s  r e c e i v e d  a n  a c t i o n  o n  t h e  m e r i t s  f o r  t h e

o r i c r i n a l l r z  n r e s e n f e c l  i n r r e n t i o r r .  f h i s  i n r r g n l i O n  h a S  b e e n,  L : . r

cons t ruc t i ve l y  e lec ted  by  o r l -g rna I  p resen ta t i on  fo r  p rosecu t ion
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o n  t h e  m e r i t s .  A c c o r d i n g l y ,  c l a i m s

c o n s i d e r a t i o n  a s  b e i n g  d i r e c t e d  t o  a

3 7  C . F . R .  S  1 . 1 4 2 ( b )  a n d  M . P . E . P .  S

29-30 are wi thdrawn from

n o n - e l e c t e d  i n v e n t i o n .  S e e

8 2 1 . 0 3 .

CTaim Rejections - 35 USC S 772

4 .  C l a i m  I - 2 8  a n d  3 1 - 3 9  a l o : : e j e c t e d  u n d e r  3 5  U . S . C .  S  I I 2 ,

s e c o n d  p a r a g r a p h ,  a s  b e i n g  i n d e f i n i t e  f o r  f a i l i n g  t o  p a r t i c u l a r l y

p o i n t  o u t  a n d  d i s t i n c t l y  c l a i m  t h e  s u b j e c t  m a t t e r  w h i c h  a p p l i c a n t

rega rds  as  the  i nven t i on .

4 . I .  A s  p e r  c l a i m  1  ( a s  e x e m p l a r y  o f  c l a i m s  I ,  7  a n d

1 3 ) ,  l i n e  J ,  t h e  p h r a s e  " o n e  o r  m o r e "  i s  v a g u e  a n d  i n d e f i n i t e .

The  word  "and"  shou ld  be  added  a f te r  t he  ph rase  " to  sa id

a i r c r a f  t '  s  o r i e n t a t i o n "  o n  I i n e  1 - 1  .

4 . 2 .  A s  p e r  c l a i m  5  ( a s  e x e m p l a r y  o f  c l a i m s  5  a n d  1 1 ) ,

I i n e  )  f h c  n f t p 3 g g  " o n e  o r  m o r F  o n e r e t i n o  f e a t r r r F q "  i g  u n c ] - e a r1 l

s i n c e  t h e y  a r e  n o t  d e f i n e d  p r r > p e r I y .

4 . 3 .  A s  p e r  c l a i n r  6  ( a s  e x e m p l a r y  o f  c l a i m s  6 ,  7 2  a n d

3 1 ) ,  t h e  p h r a s e s  " s a i d  o n e  o r  m o r e  o p e r a t i n g  f e a t u r e s "  a n d  " t h e

n r n r r n r r  n n  1  i  o q  ?  a n d  j .  r e s n t r r - t i  r r e l  r r .  h a V e  n O  a n t e C e d e n t  b a S i S .Y ! v u l /  v r r  r r v r  a  q r r u  J t  ! v e l / v v u r v v r J ,  r i s

4 . 4 .  A s  p e r  n e w l y  a d d e d  c l a i m  7 1  ( a s  e x e n p l a r y  o f

c l a i m s  l 1 - I 9 )  ,  t h e  i n s t a n t  p a s s a g e  o n  l i n e s  3 - 6  i s  u n c l e a r  a s  t o

w h a t  t h e  f i r s t  r e g i o n  o f  t e r r a i n  r e p r e s e n t e d .  V e r i f i c a t i o n  i s

r p a f l t C S l - C f l  F ' " r t - h a r m n r 6  l - l ' r a  n h r . 6 6 c  r r n n . g  
O f  m O f e t t a n d  t t d i s t a n C e

! J L L V ! v ,
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or  more "  on  l i nes  5  and  6 ,  respec t i ve l y ,  a re  vague  and

i n d e f i n i t e .

4 . 5 .  A s  p e r  n e w l y  a d d e d  c l a i m  2 0  ( a s  e x e m p l a r y  o f

c l a i m s  2 0 - 2 2 ) ,  s i m i l a r  t o  t h e  a b o v e ,  i t  i s  u n c l e a r  a s  t o  w h a t  t h e

s e c o n d  r e g i o n  r e p r e s e n t e d .  M o r e o v e r ,  t h e  p h r a s e s  " o n e  o r  m o r e "

a n d  " d i s t a n c e  o r  m o r e "  o n  l i n e s  2  a n d  4 ,  r e s p e c t i v e l y ,  a r e  v a g u e

a n d  i n d e f i n i t e .

4 . 6 .  A s  p e r  n e w l y  a d d e d  c l a i m s  2 3  a n d  2 6  ( a s  e x e m p l a r y

o f  c la ims  23 -28 ) ,  i t  i s  unc l -ea r  as  to  wha t  t he  no  e leva t i on  po in t

m e a n s .  C l a r i f i c a t i o n  i s  r e q u e s t e d .

4 . 1  .  A s  p e r  n e w l y  ; r d d e d  c l a i m  3 6 ,  t h e  c o m m a  a t  t h e  e n d

o f  l i n e  1 0  s h o u l - d  b e  d e l e t e d .

4 . 8 .  A s  p e r  n e w l y  a d d e d  c l a i m  3 8 ,  I i n e s  5 - 6 ,  t h e  p h r a s e

" o n e  o r  m o r e  v e r t i c e s  d e f i n e d  b v  o n e  o r  m o r e  o f  s a i d  e l e v a t i o n

po in ts "  i s  vague  and  i nde f i n i t e .  Fu r the rmore ,  t he  i ns tan t

p a s s a g e  o n  l - i n e s ' l - L 4  i s  u n c l e a r  a s  t o  h o w  t o  e x a r n i n i n g  a n

a d j a c e n t  o n e  o f  t h e  p l u r a l i t y  a n d  h o w  t o  e x p a n d i n g  t h e  p o l y g o n  t o

i n c l u d e  t h e  a d j a c e n t  o n e  o f  t h e  p l u r a l i t y  o f  e l e v a t i o n  p o i n t s .

V e r i f i c a t i o n  i s  r e q u e s t e d .  M o r e o v e r  ( a s  e x e m p l a r y  o f  c l a i m s  3 8

: n d  3 9 )  -  f h a  n h r : s t r s  i l c r n e  O r  m o r e "  a n d  " d i s t a n c e  o r  m o r e "  o nJ J l  '

l i n e s  9  a n d  1 4 ,  r e s p e c t i v e l y ,  a r e  v a g u e  a n d  i n d e f i n i t e .

4 . 9 -  T h e  r e m a i n i n c r  c l a i m s ,  n o t  s p e c i f i c a l l y  m e n t i o n e d ,

a r e  r e j e c t e d  f o r  i n c o r p o r a t i n g  t h e  d e f e c t s  f r o m  t h e i r  r e s p e c t i v e

n :  r a r . r I  h r r  d p n e n d o n r - r u
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5 .  T h e  f o l l o w i n g  r e j e c t i o n s  a r e  b a s e d  o n  t h e  e x a m i - n e r ' s  b e s t

i n t e r p r e t a t i o n  o f  t h e  c l a i m s  i n  l i g h t  o f  t h e  3 5  U . S . C ,  I l 2  e r r o r s

no ted  above .

Claim Rejections - 35 USC S 703

6 .  T h e  f o l l o w i n g  i s  a  q u o t a t i o n  o f  3 5  U . S . C .  S  1 0 3  w h i c h  f o r m s
t h e  b a s i s  f o r  a I I  o b v i o u s n e s s  r e j e c t i o n s  s e t  f o r t h  i n  t h i s  O f f i c e
a c t i o n :

A  pa ten t  may  no t  be  ob ta ined  though  the  i nven t i on  i s  no t
i d e n t i c a l l y  d i s c l o s e d  o r  d e s c r i b e d  a s  s e t  f o r t h  i n
s e c t i o n  I 0 2  o f  t h i s  t i t ] e ,  i f  t h e  d i f f e r e n c e s  b e t w e e n  t h e
s u b j e c t  m a t t e r  s o u g h t  t o  b e  p a t e n t e d  a n d  t h e  p r i o r  a r t  a r e
such  tha t  t he  sub jec t  ma t te r  as  a  who le  wou ld  have  been
obv ious  a t  t he  t ime  the  i nven t i on  was  made  to  a  pe rson
h a v i n g  o r d i n a r y  s k i l I  i n  t h e  a r t  t o  w h i c h  s a i d  s u b j e c t
m a t t e r  p e r t a i n s .  P a t e n t a b j - 1 i t y  s h a l l -  n o t  b e  n e g a t i v e d  b y
the  manner  i n  wh ich  the  i nven t i on  was  made .

S u b j e c t  m a t t e r  d e v e l o p e d  b y  a n o t h e r  p e r s o n /  w h i c h  q u a l i f i e s
a s  p r i o r  a r t  o n l y  u n d e t '  . s t l b s e c t i o n  ( f  )  o r  ( q )  o f  s e c t i o n  1 0 2
o f  t h i s  t i t l e ,  s h a l - I  n o L  p r e c l u d e  p a t e n t a b i l i t y  u n d e r  t h i s
sec t i on  where  the  sub jec t  ma t te r  and  the  c la imed  inven t i on
were,  d t  the t ime the invent j -on was made,  owned by the same
p e r s o n  o r  s u b j e c t  t o  a n  o b l i g a t i o n  o f  a s s i g n m e n t  t o  t h e  s a m e
n A r e n n

7 .  C l a i m s  I - I 2  a r e  r e j e c t e d  u n d e r  3 5  U . S . C .  S  1 0 3  a s  b e i n g

u n p a t e n t a b l e  o v e r  B e c k w i t h  e t  a l  ( 4 , 6 6 0 , 1 5 7 )  i n  v i e w  o f  B e h e n s k y

e t  a l .  ( 5 , 0 0 5 , I 4 8 )  o r  a  b r o c h u r e  f r o m  A t a r i  G a m e  C o r p .  ( H a r d

D r i v i n g ' )  o r  a  b r o c h u r e  f r o m  A t a r i  G a m e  C o r p .  ( S t e e l  T a l o n s ) .

1 . 1 W i t h  r e s p e c t  t o  c l a i m s  I ,  5 - 1 ,  I I - 1 2 ,  1 4  a n d  3 6 -

3 1  ,  B e c k w i t h  e t  a I .  d i s c l o s e s  a  d i g i t a l  s y s t e m  f o r  p r o d u c i n g  a

rea l -  t ime

a i r c r a f t

r r i  d e o  d  i  s n l  a v  i n  n r = r s n e r : t  i  v e  o f  t e r r a i n  o v e r  w h i c h  a nv  f u u v

i s  p a s s i n g  o n  t h e  b a s i s  o f  c o m p r e s s e d  d i g i t a l  d a t a

s t o r e d  o n  a  c a s s e t t e  t a p e  ( s ; e e  a t  l e a s t  a n  a b s t r a c t )  .  B e c k w i t h
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e t  a I .  d i s c l o s e s  t h a t  t h e  s y s t e m  i n c l u d e s  a  p o s i t i o n  d e t e r m i n i n g

m e a n s  f o r  l o c a t i n g  t h e  a i r c r a f t ' s  p o s i t i o n  i n  t h r e e  d i m e n s i o n s

a n d  a n  a t t i t u d e  d e t e r m i n i n g  m e a n s  f o r  d e t e r m i n i n g  t h e  a i r c r a f t ' s

o r i en ta t i on  i n  t h ree  d imens iona l  space  ( see  a t  l - eas t  f i gu re  1  and

c o l u m n s  5  a n d  6 ) .  B e c k w i t h  e t  a I .  f u r t h e r  d i s c l o s e s  t h a t  t h e

s y s t e m  i n c l u d e s  a  d i g i t a l  d a t a  b a s e  m e a n s  f o r  s t o r i n g  a

c o m n r e s s e d  f e r r a i n  d a t a  { s e e  a t  
' l  

e a s f  t h e  a h s t r a r : t )  B e c k w i t h  e t\ v v v  e v e /  .

a I .  a l so  d i sc l -oses  a  compu te r  means  fo r  read ing  compressed

te r ra in  da ta  f rom the  d iq i - t a ]  da ta  base  means  i n  a  con t ro l l ed

manner  based  on  the  i ns tan taneous  geograph ica l  o f  t he  a i r c ra f t  as

p rov ided  by  the  a i r c ra f t  nav iga t i on  compu te r  sys ten ,

r e c o n s t r u c t i n g  t h e  c o m p r e s s e d  d a t a  b y  s u i t a b l e  p r o c e s s i n g  a n d

wr i t i ng  the  recons t ruc ted  da ta  i n to  a  scene  memory ,  and  then

p r o v i d i n g  a  3 D  p e r s p e c t i v e  o n  t h e  d i s p l a y  ( s e e  a t  l e a s t  c o l u m n s  2

a n d  3 )  .

B e c k w i t h  e t  a I .  d o e s  n o t  e x p l i c i t l y  d i s c l - o s e  t h a t  a  d i g i t a l

da ta  base  means  con ta in ing  po l ygon  da ta  rep resen t i ng  te r ra in  and

m a n m a d e  s t r u c t u r e s .  H o w e v e r ' ,  B e h e n s k y  e t  a I .  s u g g e s t s  a  d r i v i n g

s imu la to r  f o r  a  v ideo  game wh ich  i nc ludes  the  road  and  o the r

t e f  f a i  n  3 p p  p r n r t r r n o r i  h r z  m . 1 -  h e m A f  . i  C a l  I  V  f  r e n q f o r m i  n o  :  t h f  e e _L l v s r r J  u ! q . - u  q

d i m e n s i o n a l -  p o l y g o n  d a t a  b a s e  ( s e e  a t  l e a s t  c o f u m n  2 ,  l i n e s  3 3 -

3 8 ) .  T h e  s u g g e s t i o n  o f  B e h e n s k y  e t  a l .  i n  a t  l e a s t  c o l u m n  2

wou ld  have  mo t i va ted  one  o f  o rd ina rv  sk i l l  i n  t he  a r t  t o  comb ine

w i t h  t h e  s y s t e m  o f  B e c k w i t h  e t  a I .  i n  o r d e r  t o  p r o v i d e  a

s i o n i f i r : a n f  r e d u c t i o n  o f  d a t a  b a s e  s t o r a o e  a n d  a  I a r o e r' * -  Y
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g e o g r a p h i c  a r e a s  c a n  b e  s t o r e d  s o  t h a t  i t  i s  n o t  n e c e s s a r y  t o

g e n e r a t e  a  d a t a  b a s e  o f  e a c h  m i s s i o n .  S i m i l a r I y ,  t h e  d i g i t a l

da ta  base  means  con ta in ing  po l ygon  da ta  rep resen t i ng  te r ra in  and

manmade st ructures is  a lso taught  in  a brochure f rom Atar i  Game

Corp .  (Hard  Dr i v ing ' )  o r  a  b rochu re  f rom A ta r j -  Game Corp .  (S tee1

Ta lons )  .  Thus ,  because  o f  t he  rno t i va t i on  se t  f o r th  above ,  i t

wou ld  have  been  obv ious  to  a  pe rson  o f  o rd ina ry  sk i l l  i n  t he  a r t

a t  t he  t ime  the  i nven t i on  was  made  to  comb ine  the  teach ings  o f

Behensky  e t  a I .  o r  t he  b rochu re  f rom A ta r i  Game Corp .  (Hard

D r i v i n g ' )  o r  t h e  b r o c h u r e  f  r : o m  A t a r i  G a m e  C o r p .  ( S t e e l  T a l o n s )

w i t h  t h e  s v s t e m  o f  B e c k w i t h  e t  a I .

7  . 2 . W i t h  r e s p e c t  t o  c l a i m s  2 - 3  a n d  8 - 9 ,  B e c k w i t h  e t

a l .  d i sc loses  the  c l -a imed  inven t i on  as  d i scussed  above  bu t  does

n o t  e x p l i c i t l y  d i s c l - o s e s  t h a t  t h e  p o s i t i o n  d e t e r m i n i n g  m e a n s

c o m p r i s e s  a  s t a n d a r d  s y s t e m  f o r  r e t r i e v i n g  a n d  p r o c e s s i n g  d a t a

f rom the  g loba I  pos i t i on ing  sys tem and  the  a t t i t ude  de te rm in ing

means  compr i ses  a  s tandard  av ion i cs  sys tems .  However ,  t he  use  o f

t h e  s t a n d a r d  s y s t e m  f o r  r e t r i e v i n g  a n d  p r o c e s s i n g  d a t a  f r o m

g l o b a l  p o s i t i o n i n g  s y s t e m  a n d  t h e  s t a n d a r d  a v i o n i c s  s y s t e m s  a r e

we l l  known  e f fec t i - ve  and  e f f i c i en t  means  fo r  de te rm in inq  the

p o s i t i o n  a n d  t h e  o r i e n t a t i o n  o f  L i r e  a i r c r a f t .  F o r  e x a m p l e s ,  t h e

M a h e r  p a t e n t  ( 4 , 4 8 5 , 3 8 3 )  s h o w s  a  r e c e i v e r  f o r  r e c e i v i n g  g l o b a 1

p o s i t i o n i n g  s y s t e m  a n d  t h e  T i m o t h y  p a t e n t  s h o w s  a  m e t h o d  f o r

d e t e r m i n i n g  t h e  o r i e n t a t i o n  o f  a  m o v i n g  o b j e c t  f o r m  a  s i n g l e  G P S

r e c e i v e r  a n d  p r o d u c i n g  r o l l - ,  p i t c h ,  a n d  y a w  i n f o r m a t i o n .  I t
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wou ld  have  been  obv ious  to  one  o f  o rd ina rv  sk i l 1  i  n  f he  a r t  a t

t h e  t i m e  o f  t h e  i n v e n t i o n  t o  u t i r i z e  t h e  g r o b a r  p o s i t i o n i n g

sys tem and  the  s tandard  av ion i cs  sys tem J -n  such  a  sys tem as

taugh t  t h rough  Beckw i th  e t  a r .  because  i t  wourd  p roduce  h igh

degree  o f  accu racy  i n  de te rm in ing  the  pos i t j - on  and  o r i en ta t i on  o f

t h e  a i r c r a f t  i n c l u d i n g  r o l l ,  p i t c h ,  a n d  y a w  i n f o r m a t i o n .

7 . 3 . W i t h  r e s p e c t  t o  c l a i m s  4  a n d  1 0 ,  B e c k w i t h  e t  a I .

d o e s  n o t  s p e c i f i c a l l y  d i s c l o s e  t h a t  t h e  d i g i t a l  d a t a  b a s e  m e a n s

compr i ses  a  cD  rom d i sc  and  cD  rom d r i ve .  However ,  t he  use  o f  cD

rom d i sc  and  CD rom d r i ve  fo r  s to r i nq  da ta  i s  we l l  known

e f f e c t i v e  a n d  e f f i c i e n t  m e a n s  f o r  s t o r i n g  a n y  d a t a .  r t  w o u l d

have  been  obv ious  to  one  o f  o rd ina ry  sk i l l  i n  t he  a r t  a t  t he  t ime

o f  t he  i nven t i on  to  u t i l i ze  CD rom d i sc  and  CD rom d r i ve  i n  such

a  s y s t e m  a s  t a u g h t  t h r o u g h  B e c k w i t h  e t  a l .  b e c a u s e  i t  w o u l _ d

n o r m i 1 -  h i r r h  . l o O f e e  O f  e r - r - l t r i ^ r ' ' i h  r - L ' ^  - { - - r r i n 7 1  : n r i  r o c 1 - n r i n a  A r f rI r v ! r r r f L  r r r y r r  s L y r ! e  v !  o u u u ! c l u y  . ! I l .  L t I E  D L U - * . . ) ,  , v r L o I J - I I 9  q a t a ,

random access  to  the  da ta  so  tha t  t he  regu i remen ts  fo r  cache

s t o r a q e  a r e  r e d u c e d .

8 .  C l a i m  1 3  i s  r e j e c t e d  u n d e r  3 5  U . S . C .  S  1 0 3  a s  b e i n q

{ - n n f  ^ } - l  ^  n ^ ^ 1 . , , . :  ! Lu n p a r e n r a o l e  o v e r  B e c k w i t h  e t  a l  a n d  B e h e n s k y  e t  a l .  a s  a p p l i e d

t o  c l a i m s  I - I 2  a b o v e ,  a n d  f u r t h e r  i n  v i e w  o f  t h e  s a l e s  b r o c h u r e

f rom the Polhemus company.

B e c k w i t h  e t  a l .  a n d  B e h e r r s k y  e t  a l  .  d i s c r o s e  t h e  c ] a i m e d

inven t i on  excep t  f o r  a  head  moun ted  d i sp lay  means  worn  by  the

p i l o t  and  an  a t t i t ude  de te r rn in ing  means  fo r  de te rm in ing  the
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o r i e n t a t i o n  o f  t h e  p i l o t ' s  h e a d  i n  t h r e e  d i m e n s i o n a l  s p a c e .

However ,  t he  sa les  b rochu re  f rom the  Po lhemus  company  sugges ts

t h e  c o m m e r c i a l  a v a i l a b l e  o f  a  p o s i t i o n  a n d  o r i e n t a t i o n  s e n s o r

wh ich  can  be  used  on  a  heac l -moun ted  d i sp lay .  The  sugges t i on  o f

the Polhemus company would have mot ivated one of  ord inary sk i l l

i n  t he  a r t  t o  comb ine  the  teach ing  o f  Po lhemus  company  w i th  the

sys tem o f  Beckw i th  e t  a l .  i n  o rde r  t o  a l l - ow  the  p i l o t  t o  have  a

comp le te  range  o f  mo t ion  to  rece i ve  a  syn thes i zed  v iew  o f  t he

wor Id ,  a  comp le te  unh inde red  by  the  a i r c ra f t  s t ruc tu re .  Thus ,

because  o f  t he  mo t i va t i on  se t  f o r th  above ,  i t  wou l -d  have  been

obv ious  to  a  pe rson  o f  o rd ina ry  sk i l l  i n  t he  a r t  a t  t he  t ime  the

invent ion was made to combi-ne the teachinqs in  Pol -hemus's

b r o c h u r e  a n d  B e c k w i t h  e t  a l .  p a t e n t .

9 .  I n  v i e w  o f  t h e  i n d e f i n i t e  s t a t e ( s )  o f  t h e  c l a i m e d  i n v e n t i o n ,

n o  p r i o r  a r t  h a s  b e e n  a p p l i e d  a g a i n s t  t h e  c l a i m s  ! 1 - 2 8 , 3 1 - 3 5  a n d

3 B - 3 9 .  H o w e v e r ,  a p p l i c a n t s  a t : e  r e q u e s t e d  t o  c o n s i d e r  t h e  c i t e d

re fe rences  be low  fu l l y  when  respond ing  to  the  o f f i ce  ac t i on .

1 0 A 1 1  c l a i m s  a r e  r e i e c t e d .

1 1 .  T h e  f o J - I o w i n g  r e f e r e n c e s  a r e  c i t e d  a s  b e i n g  o f  g e n e r a l

i n t e r e s t  :  S u I I i v a n  e t  a I  .  ( 4 , 2 I 3  i 2 5 2 )  ,  H e a r t  z  ( 4  , 7  L 5 ,  0 0 5  )  ,  D a w s o n

e t  a l .  ( 5 , I 1  9 ,  6 3 8 )  a n d  N a c k  e t  a l .  ( 5 , 3 1 1  , 6 8 9 )  .



S e r i a l  N o . :  0 B / 2 1 4 , 3 9 4
Art  Uni t  z 2304

Remarks

1 2 .  A p p l i c a n t ' s  a r g u m e n t s  f i l e d  o n  F e b r u a r y  1 3 ,  1 9 9 5  h a v e  b e e n

fu l l y  cons idered bu t  they  are  no t  deemed to  be  persuas i -ve .

13 .  On  page  16 ,  second  pa rag raph ,  t he  app l i can ts  a rgue  tha t

c l a i m s  I - I 2  a r e  p a t e n t a b l e  o v e r  B e c k w i t h  e t  a l .  a n d  B e h e n s k y  e t

a l .  because  the re  i s  no  teach lng  o r  sugges t i on  to  comb ine  the

r e f  e r e n c e s  .  I t  i s  n o t  n e c e s ; r i i r r y  I h a t  t h e  r e f  e r e n c e s  a c t u a l l y

s u g g e s t ,  e x p r e s s l y  o r  i n  s o  m a n y  w o r d s ,  t h e  c h a n g e s  o r

i m n r o r r e m e n f  s  t l . ^ +  ^ ^ ^ r  ' i  a r * r .  h a s  m a d e .  T h e  t e s t  f o r  c o m h i n i  n oJ - I r t y l . \ J v E r l r g f f L D  L I I d L  o . P y f l L , o ' r r L  r r c r J  r r l o u s .  l r l s  L s o L  ! v r  u u r r w r r r r r r y

re fe rences  i s  wha t  t he  re fe rences  as  a  who le  wou l -d  have  sugges ted

t o  o n e  o f  o r d i n a r y  s k i l l  i n  t h e  a r t .  I n  r e  S h e c l e r ,  1 6 8  U S P Q  1 1 6

( C C P A  1 9 ' 7 1 ) ;  I n  r e  M c l a u g h l i n ,  L 1 0  U S P Q  2 0 9  ( C C P A  L 9 1 1 . ) ;  I n  r e

Y o u n g ,  1 5 9  U S P Q  1 2 5  ( C C P A  1 9 8 6 )  .  .

The  Examine r  recogn izes  tha t  re fe rences  canno t  be

a rb i t ra r i l y  comb ined  and  tha t  t he re  mus t  be  some log i ca l  reason

why  one  sk i ] l  i n  t he  a r t  wou ld  be  mo t i va ted  to  make  the  p roposed

c o m b i n a t i o n  o f  r e f e r e n c e s .  I r t  r e  R e g e l  1 8 8  U S P Q  1 3 6  ( C C P A  1 9 7 5 ) .

However ,  t he re  i s  no  requ i re rncn t  t ha t  t he  mo t i va t i on  to  make  the

comb ina t i on  be  exp ress l v  a r t i cu la ted  i -n  one  o r  more  o f  t he

r e f e r e n c e s ;  t h e  t e a c h i n g ,  s u g g e s t i o n  o r  i n f e r e n c e  c a n  b e  f o u n d

n o t  o n l y  i n  t h e  r e f e r e n c e s  b u t  a l s o  f r o m  k n o w l e d g e  g e n e r a l l y

ava i l ab l -e  to  one  o f  o rd i -na rv  sk i l l  i n  t he  a r t .  Ash land  O i l -  v .

i 0

D e l t a  R e s i n s  2 2 1  U S P Q  6 5 1  ( C A F C  1 9 8 5 )  .  T h e  t e s t  f o r  c o m b i n i n g



S e r i a I  N o .  :  0 B / 2 ' 7 4 , 3 9 4
A r t  U n i t :  2 3 0 4

re fe rences  i s  wha t  t he  comb i  na t i on  o f  d i sc losu res  taken  as  a

w h o l e  w o u l d  s u g g e s t  t o  o n e  o f  o r d i n a r y  s k i l l  i n  t h e  a r t .  I n

M c l a u g h l i n  1 7 0  U S P Q  2 0 9  ( C C P A  7 9 ' 7 I ) ;  I n  r e  R o s s e l e t  1 4 6  U S P Q  1 8 3

( C C P A  1 9 6 )  .  R e f e r e n c e s  a r e  e v a l - u a t e d  b y  w h a t  t h e y  c o l l e c t i v e l y

s u g g e s t  t o  o n e  v e r s e d  i n  t h e  a r t ,  r a t h e r  t h a n  b y  t h e i r  s p e c i f i c

d i s c l o s u r e s .  I n  R e  S i m o n ,  I 7 4  U S P Q  I L A  ( C C P A  L 9 l 2 \ ;  I n  R e

R i c h m a n  1 6 5  U S P Q  5 0 9 ,  5 1 4  ( C C P A  1 9 7 0 )  .

1 A  A r  1 6  f h i r d  n a r e - - ^ - 1 ^  1 1 ^ ^  ^ * n l  i r - a n f  s  a r c f l t e  t h a t  t h eI 9 .  \ , / I I  P c t 9 U  L U t  L l l J ! L 1  y a r d V r d P . t l T  L r l E  o y y f  f  \ - a r r L D  o r Y L r \

p o l y g o n  o f  B e h e n s k y  e t  a l .  d o  n o t  r e p r e s e n t  r e a l  t e r r a i n  i n  a n y

m a n n e r ,  b u t  r a t h e r  a r e ,  i n s t e a d ,  e s s e n t i a l t y  " b u i l d i n g  b l - o c k s "

wh ich  may  be  accessed  f rom t -he  da ta  base  to  c rea te  the  f i c t i ona l

scene  th rough  wh ich  the  d r i ve  i s  d r i v j -ng .  Th i s  I i n i t a t i on  i s  no t

found  i n  the  c la ims .  The  on l v  rec i t a t i on  i s  t ha t  "da ta  base

c o m p r i s i n g  t e r r a i n  d a t a ,  s a i d  t e r r a i n  d a t a  r e p r e s e n t i n g  a s  o n e  o r

m o r e  p o l y g o n s " .  T h e r e f o r e ,  t h e  b u i l d i n g  b l o c k s  a s  t a u g h t  i n

B e h e n s k y  e t  a l .  s t i l l  a r e  c o n s i d e r e d  a s  t h e  t e r r a i n  d a t a .

T h a r o f n r o  r - h a  r o i o n t -  i n n ' , n d e f  3 5  U . S . C .  S  1 0 3  i S  C O n S i d e f e d  t Of l r v ! 9 ! v ! v ,  u r r g  ! v J v v u r v r r  u r

b e  p r o p e r .

I n  a d d i t i o n ,  t h e  d i g i t a l  d a t a  b a s e  w h i c h  c o m p r i s e s  t e r r a i n

d a t a  r e p r e s e n t i n g  a s  a t  l e a s t  o n e  o f  p o l y g o n s  i s  w e l ]  k n o w n  i n

t h e  a r t  a t  t h e  t i n e  t h e  i n v e n t i o n  w a s  m a d e  ( s e e  a t  l e a s t  U . S .

p a t e n t  n u m b e r  5 , \ 9 2 , 2 0 8  i s s u e d  t o  F e r g u s o n  e t  d I . ,  f o r  e x a m p l e ) .

1 1
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15 .  On  page  I f ,  second  pa rag raph ,  t he  app l i can ts  a rgue  tha t

t h e r e  i s  n o  t e a c h i n g  o f  c o n s t r u c t i n g  p o r y g o n  b a s e d  o n  a n  a r r a y  o f

e l e v a t i o n  p o i n t s .  T h i s  l i m i t a t i o n  i s  n o t  f o u n d  i n  t h e  c l a i m s .

C la imed  sub jec t  ma t te r  no t  t he  spec i f i ca t j - on ,  i s  t he  measure  o f

i nven t i on .  D isc l -osu re  con ta j . ned  i n  the  spec i f j - ca t j - on  can  no t  be

read  i n to  the  c la ims  fo r  t he  pu rpose  o f  avo j -d ing  the  p r i o r  a r t .

I n  r e  S p o r c k ,  5 5  C C P A  7 4 3 ,  3 8 6  F . 2 d  9 2 4 ,  1 5 5  U S P Q  6 8 1  ( 1 9 8 6 ) ;  I n

r e  S e l f ,  2 1 3  U S P Q  1 , 5  ( C C P A  7 9 8 2 )  ;  f n  r e  P r i e s t  ,  I 9 9  U S P Q  1 1 , 1 5

( c c P A  1 9 7 8  )  .

1 A  A n n l  i  n r n l  I  g  a m e n d m e n t  n e C e S g i l 3 l g d  f  h a  n a r ^ r  r r r n r r n { g  O f

r e  j  e c t i o n .  A c c o r d i n g l y ,  T E I S  A C T I O N  I S  ! , I A D E  F I N A I .  S e e  M .  P .  E .  p .

S  7 0 6 . 0 7 ( a ) .  A p p l i c a n t  i s  r e m i n d e d  o f  t h e  e x t e n s i o n  o f  t i m e

p o J - i c y  a s  s e t  f o r t h  j - n  3 1  C . F . R .  S  1 . 1 3 6 ( a )  .

A SHORTENED STATUTORY I 'L .J I { IOD FOR RESPONSE TO THIS FINAL
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS
ACTION.  IN  THE EVENT A  F IRST RESPONSE IS  F ILED WITHIN  TWO MONTHS
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE
PURSUANT To  31  C .F .R .  S  1 .136 (a )  WILL  BE CALCULATED FROM THE
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE
STATUTORY PERIOD FOR RESPONSE EXP]RE LATER THAN SIX MONTHS FROM
THE DATE OF THIS FINAL ACTION.

I 1 .  A n y  i n q u i - r y  c o n c e r n i n g  t h i s  c o m m u n i c a t i o n  o r  e a r l i e r
communica t ions  f rom the  examiner  shou ld  be  d i rec ted  to  examiner
T a n  N g u y e n ,  w h o s e  t e l e p h o n e  n u m b e r  i s  ( 7 0 3 )  3 0 5 - 9 7 5 5 .  T h e
examiner  can normal lv  be  reached on  Mondav-Thursdav  f rom 7 :30
A M - 6 : 0 0  P M .
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I f  a t tempts  to  reach  the  examine r  by  te lephone  a re
unsuccess fu l ,  t he  examiner rs  superv i so r ,  Kev in  J .  Teska ,  can  be
reached  on  (703 )  305 -9104 .  The  fax  phone  number  fo r  t h i s  Group
i s  ( 7 0 3 )  3 0 5 - 9 5 6 4 .

A n y  i n q u i r y  o f  a  g e n e r a l  n a t u r e  o r  r e l a t i n g  t o  t h e  s t a t u s  o f
t h i s  a p p l i c a t i o n  s h o u l d  b e  d i r e c t e d  t o  t h e  G r o u p  r e c e p t i o n i s t
w h o s e  t e l e p h o n e  n u m b e r  i s  ( 7 0 3 )  3 0 5 - 3 8 0 0 .

TAN NGUYEN
M a y  0 4 ,  1 9 9 5

1 3


